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ACTION: Notice of proposed rulemaking.

SUMMARY: The United States Patent and
Trademark Office (Office) is proposing
to amend the rules of practice in patent
cases to implement the supplemental
examination provisions of the Leahy-
Smith America Invents Act. The
supplemental examination provisions
permit a patent owner to request
supplemental examination of a patent
by the Office to consider, reconsider, or
correct information believed to be
relevant to the patent. These provisions
could assist the patent owner in
addressing certain challenges to the
enforceability of the patent during
litigation. The Office is also proposing
to adjust the fee for filing a request for
ex parte reexamination and to set a fee
for petitions filed in ex parte and inter
partes reexamination proceedings to
more accurately reflect the cost of these
processes.
DATES: Written comments must be
received on or before March 26, 2012.
ADDRESSES: Comments should be sent
by electronic mail message over the
Internet addressed to:
supplemental examination@uspto.gov.
Comments may also be submitted by
postal mail addressed to: Mail Stop
Comments—Patents, Commissioner for
Patents, P.O. Box 1450, Alexandria, VA
22313-1450, marked to the attention of
Cynthia L. Nessler, Senior Legal
Advisor, Office of Patent Legal
Administration, Office of the Associate
Commissioner for Patent Examination
Policy.

Comments may also be sent by
electronic mail message over the

Internet via the Federal eRulemaking
Portal. See the Federal eRulemaking
Portal Web site (http://
www.regulations.gov) for additional
instructions on providing comments via
the Federal eRulemaking Portal.

Although comments may be
submitted by postal mail, the Office
prefers to receive comments by
electronic mail message over the
Internet because sharing comments with
the public is more easily accomplished.
Electronic comments are preferred to be
submitted in plain text, but also may be
submitted in ADOBE® portable
document format or MICROSOFT
WORD® format. Comments not
submitted electronically should be
submitted on paper in a format that
facilitates convenient digital scanning
into ADOBE® portable document
format.

The comments will be available for
public inspection at the Office of the
Commissioner for Patents, currently
located in Madison East, Tenth Floor,
600 Dulany Street, Alexandria, Virginia.
Comments also will be available for
viewing via the Office’s Internet Web
site (http://www.uspto.gov). Because
comments will be made available for
public inspection, information that the
submitter does not desire to make
public, such as an address or phone
number, should not be included in the
comments.

FOR FURTHER INFORMATION CONTACT:
Cynthia L. Nessler, Senior Legal Advisor
((571) 272—7724), Kenneth M. Schor,
Senior Legal Advisor ((571) 272-7710),
or Pinchus M. Laufer, Senior Legal
Advisor ((571) 272-7726), Office of
Patent Legal Administration, Office of
the Associate Commissioner for Patent
Examination Policy.

SUPPLEMENTARY INFORMATION: The
Leahy-Smith America Invents Act was
enacted into law on September 16, 2011.
See Public Law 112-29, 125 Stat. 284
(2011). The Office is proposing to
amend the rules of practice in title 37
of the Code of Federal Regulation (CFR)
to implement the supplemental
examination provisions of section 12 of
the Leahy-Smith America Invents Act.
These provisions permit a patent owner
to request supplemental examination of
a patent by the Office to consider,
reconsider, or correct information
believed to be relevant to the patent.
The Office is also proposing to set
certain fees to implement supplemental
examination, to adjust the fee for filing
a request for ex parte reexamination,
and to set a fee for petitions filed in ex
parte and inter partes reexamination
proceedings.

Section 12 of the Leahy-Smith
America Invents Act amends chapter 25
of title 35, United States Code, to add
new 35 U.S.C. 257. 35 U.S.C. 257(a)
provides for a proceeding titled
“supplemental examination” that may
be requested by the patent owner to
consider, reconsider, or correct
information believed to be relevant to
the patent in accordance with
requirements established by the Office.
The information that may be presented
in a request for supplemental
examination is not limited to patents
and printed publications, and may
include, for example, issues of
patentability under 35 U.S.C. 101 and
112. Within three months of the receipt
of a request for supplemental
examination meeting the requirements
of 35 U.S.C. 257, which include the
requirements established by the Office,
the Office shall conduct supplemental
examination and shall conclude the
examination (i.e., determine whether
there is a substantial new question of
patentability) by the issuance of a
supplemental examination certificate.
The supplemental examination
certificate shall indicate whether the
items of information presented in the
request raise a substantial new question
of patentability.

If the supplemental examination
certificate, which is issued under 35
U.S.C. 257(a), indicates that a
substantial new question of
patentability is raised by one or more
items of information in the request for
supplemental examination, the
certificate will indicate that ex parte
reexamination has been ordered by the
Office. The resulting ex parte
reexamination proceeding will be
conducted according to ex parte
reexamination procedures, except that
the patent owner does not have the right
to file a statement pursuant to 35 U.S.C.
304, and the basis of the ex parte
reexamination is not limited to patents
and printed publications. Each
substantial new question of
patentability identified during the
supplemental examination proceeding
will be addressed by the Office during
the resulting ex parte reexamination
proceeding. See 35 U.S.C. 257(b).

35 U.S.C. 257(c) specifies the effect of
a supplemental examination under 35
U.S.C. 257(a) on the enforceability of the
patent. 35 U.S.C. 257(c)(1) provides that,
with two exceptions, a patent shall not
be held unenforceable on the basis of
conduct relating to information that had
not been considered, was inadequately
considered, or was incorrect in a prior
examination of the patent if the
information was considered,
reconsidered, or corrected during a


mailto:supplemental_examination@uspto.gov
http://www.regulations.gov
http://www.regulations.gov
http://www.uspto.gov

Federal Register/Vol.

77, No. 16/ Wednesday, January 25,

2012 /Proposed Rules 3667

supplemental examination of the patent.
The first exception is that 35 U.S.C.
257(c)(1) shall not apply to an allegation
pled with particularity in a civil action,
or set forth with particularity in a notice
received by the patent owner under
section 505(j)(2)(B)(iv)(II) of the Federal
Food, Drug, and Cosmetic Act (21 U.S.C.
355(j)(2)(B)(iv)(11)), before the date of a
supplemental examination request
under 35 U.S.C. 257(a) to consider,
reconsider, or correct information
forming the basis for the allegation (35
U.S.C. 257(c)(2)(A)). The second
exception is that in an action brought
under section 337(a) of the Tariff Act of
1930 (19 U.S.C. 1337(a)), or 35 U.S.C.
281, 35 U.S.C. 257(c)(1) shall not apply
to any defense raised in the action that
is based upon information that was
considered, reconsidered, or corrected
pursuant to a supplemental examination
request under 35 U.S.C. 257(a), unless
the supplemental examination, and any
ex parte reexamination ordered
pursuant to the request, are concluded
before the date on which the action is
brought (35 U.S.C. 257(c)(2)(B)). 35
U.S.C. 257(c)(1) also provides that the
making of a request for supplemental
examination under 35 U.S.C. 257(a), or
the absence thereof, shall not be
relevant to enforceability of the patent
under 35 U.S.C. 282.

35 U.S.C. 257(d)(1) provides the
Director with authority to establish fees
for filing a request for supplemental
examination and for considering each
item of information submitted with the
request. If ex parte reexamination is
ordered under 35 U.S.C. 257(b), 35
U.S.C. 257(d)(1) also establishes that the
fees applicable to ex parte
reexamination must be paid in addition
to the fees for supplemental
examination. 35 U.S.C. 257(d)(2)
provides the Director with authority to
establish regulations governing the
requirements of a request for
supplemental examination, including its
form and content.

In accordance with 35 U.S.C. 257(e),
if the Office becomes aware, during the
course of supplemental examination or
of any ex parte reexamination ordered
under 35 U.S.C. 257, of a material fraud
on the Office involving the patent
requested to be examined, the Office
shall refer the matter to the U.S.
Attorney General, in addition to any
other actions the Office is authorized to
take, including the cancellation of any
claims found to be invalid under 35
U.S.C. 307 as a result of ex parte
reexamination ordered under 35 U.S.C.
257. The Office regards the term
“material fraud” in 35 U.S.C. 257(e) to
be narrower in scope than inequitable
conduct as defined by the U.S. Court of

Appeals for the Federal Circuit in
Therasense, Inc. v. Becton, Dickinson &
Co., 649 F.3d 1276 (Fed. Cir. 2011).

Section 12 of the Leahy-Smith
America Invents Act also indicates, as
discussed previously, that nothing in 35
U.S.C. 257 precludes the imposition of
sanctions based upon criminal or
antitrust laws (including 18 U.S.C.
1001(a)), the first section of the Clayton
Act, and section 5 of the Federal Trade
Commission Act to the extent that
section relates to unfair methods of
competition). See 35 U.S.C. 257(f)(1).
Section 12 of the Leahy-Smith America
Invents Act sets forth rules of
construction, providing that 35 U.S.C.
257 shall not be construed to limit the
authority of the Office to investigate
issues of possible misconduct or impose
sanctions for misconduct involving
matters or proceedings before the Office,
or to issue regulations under 35 U.S.C.
32 or 35 U.S.C. 33 relating to sanctions
for misconduct by patent practitioners.
See 35 U.S.C. 257(f)(2) and (£)(3).

To implement the supplemental
examination provisions of the Leahy-
Smith America Invents Act, the Office is
proposing to amend the rules of practice
in patent cases as set forth herein. A
request for supplemental examination of
a patent must be filed by the patent
owner. Each request for supplemental
examination is limited to the
presentation of ten items of information.
Supplemental examination addresses
allegations of inequitable conduct
during patent litigation, which
allegations typically concern far fewer
than ten items of information. In
addition, if a limit of ten items of
information is not sufficient for a
particular situation, more than one
request for supplemental examination of
the same patent may be filed at any
time. The request for supplemental
examination must be accompanied by
the fees for processing and treating an
ex parte reexamination ordered under
35 U.S.C. 257, as well as any applicable
document size fees. The request for
supplemental examination must meet
certain content requirements.
Specifically, the request for
supplemental examination must include
an identification of the patent for which
supplemental examination is requested;
a list of each item of information and its
publication date, if applicable; a list
identifying any other prior or
concurrent post patent Office
proceedings involving the patent to be
examined; an identification of each
aspect of the patent to be examined; an
identification of each issue raised by
each item of information; a separate,
detailed explanation for each identified
issue; an explanation of how each item

of information is relevant to each aspect
of the patent to be examined and of how
each item of information raises each
identified issue; a copy of each item of
information; and a summary of the
relevant portions of any submitted
document, other than the request, that is
over 50 pages in length. A request for
supplemental examination that does not
comply with the content requirements
may not be granted a filing date. The
Office may hold in abeyance action on
any petition or other paper filed in a
supplemental examination proceeding
until after the proceeding is concluded
by the electronic issuance of the
supplemental examination certificate.

Within three months following the
filing date of a request for supplemental
examination, the Office will determine
whether a substantial new question of
patentability affecting any claim of the
patent is raised by the items of
information presented and identified in
the request. The supplemental
examination certificate will state the
result of this determination. If the
supplemental examination certificate
states that a substantial new question of
patentability is raised by one or more
items of information in the request, ex
parte reexamination of the patent will
be ordered under 35 U.S.C. 257. Upon
the conclusion of the ex parte
reexamination proceeding, an ex parte
reexamination certificate, which will
include a statement specifying that ex
parte reexamination was ordered under
35 U.S.C. 257, will be published as an
attachment to the patent. The
electronically issued supplemental
examination certificate will also remain
as part of the public record for the
patent. If the supplemental examination
certificate states that no substantial new
question of patentability was found, and
ex parte reexamination will not be
ordered, then the electronically issued
supplemental examination certificate
will be published in due course as an
attachment to the patent.

The Office must make its
determination whether the items of
information presented in the request
raise a substantial new question of
patentability within three months of the
filing date of the supplemental
examination request. Unlike a request
for ex parte reexamination, the items of
information presented in a request for
supplemental examination are not
limited to patents and printed
publications. The items of information
may include any information which the
patent owner believes to be relevant to
the patent, and which was not
considered, was inadequately
considered, or was incorrect during the
prior examination of the patent. See 35
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U.S.C. 257(a) and (c). Thus, the variety
of information that is permitted to be
submitted in a request for supplemental
examination, including, for example,
transcripts of audio or video recordings,
is more extensive than the information
permitted to be submitted in an ex parte
reexamination proceeding. The
information permitted in a
supplemental examination is
anticipated to be more resource-
intensive than patents and printed
publications to process, review, and
treat, because the patent owner may
present, in supplemental examination,
an item of information that raises
multiple issues in addition to those
permitted to be raised in ex parte
reexamination. For example, the patent
owner may present one item of
information that raises multiple issues
of patentability, including issues under
35 U.S.C. 101 and issues under 35
U.S.C. 112 with respect to the original
disclosure. For these reasons, the
requirements set forth in the proposed
rules are designed to permit efficient
processing and treatment of each
request for supplemental examination
within the statutory three-month time
period, and to complete any subsequent
ex parte reexamination ordered as a
result of the supplemental examination
proceeding with special dispatch.

Discussion of Specific Rules

The following is a discussion of
proposed amendments to Title 37 of the
Code of Federal Regulations, Part 1.

Section 1.20: The Office is proposing
to amend § 1.20 to set fees to implement
supplemental examination, to adjust the
fee for filing a request for ex parte
reexamination, and to set a fee for
petitions filed in ex parte and inter
partes reexamination proceedings.

The authority to set fees for filing a
request for supplemental examination
and to consider each item of
information submitted in the request is
provided for in 35 U.S.C. 257(d)(1). See
35 U.S.C. 257(d)(1) (“[t]he Director shall
by regulation establish fees for the
submission of a request for
supplemental examination of a patent,
and to consider each item of
information submitted in the request”).
The authority to set fees for filing a
request for ex parte reexamination is
provided for in 35 U.S.C. 302. See 35
U.S.C. 302 (“[tlhe request must be in
writing and must be accompanied by
payment of a reexamination fee
established by the Director pursuant to
the provisions of [35 U.S.C. 41]”).

Section 10(a) of the Leahy-Smith
America Invents Act provides that the
Office may set or adjust by rule any
patent fee established, authorized, or

charged under title 35, United States
Code, provided that such fees only
recover the aggregate estimated costs to
the Office for processing, activities,
services, and materials relating to
patents (including administrative costs).
See Public Law 112-29, 125 Stat. 283,
316 (2011).

Sections 10(d) and (e) of the Leahy-
Smith America Invents Act set out a
process that must be followed when the
Office is using its authority under
section 10(a) to set or adjust patent fees.
See Public Law 112-29, 125 Stat. at
317-18. This process does not feasibly
permit supplemental examination and
the related ex parte and inter partes
reexamination fees to be in place by
September 16, 2012 (the effective date of
the supplemental examination
provisions of the Leahy-Smith America
Invents Act). Therefore, the Office is
setting these fees pursuant to its
authority under 35 U.S.C. 41(d)(2) in
this rulemaking, which provides that
fees for all processing, services, or
materials relating to patents not
specified in 35 U.S.C. 41 are to be set
at amounts to recover the estimated
average cost to the Office of such
processing, services, or materials. See 35
U.S.C. 41(d)(2). The Office’s analysis of
the estimated fiscal year 2013 costs for
supplemental examination, ex parte
reexamination, and petitions filed in ex
parte and inter partes reexamination
proceedings is available via the Office’s
Internet Web site (http://
www.uspto.gov). The estimated fiscal
year 2013 cost amounts are rounded to
the nearest ten dollars by applying
standard arithmetic rules so that the
resulting proposed fee amounts will be
convenient to patent users.

The Office is also in the process of
developing a proposal to adjust patent
fees under section 10 of the Leahy-
Smith America Invents Act. The
supplemental examination and ex parte
and inter partes reexamination fees
proposed in this notice will be revisited
in furtherance of the Director’s fee-
setting efforts in this area.

The Office has estimated its fiscal
year 2013 cost for processing and
treating a request for supplemental
examination to be $5,180, and its fiscal
year 2013 cost for conducting ex parte
reexamination ordered as a result of a
supplemental examination proceeding
to be $16,116. Therefore, the Office is
proposing to add a new § 1.20(k)(1) to
provide a fee of $5,180 for processing
and treating a request for supplemental
examination, and a new §1.20(k)(2) to
provide a fee of $16,120 for conducting
ex parte reexamination ordered as a
result of a supplemental examination
proceeding (the 2013 cost amounts

rounded to the nearest ten dollars). The
$16,120 fee for conducting an ex parte
reexamination ordered as a result of a
supplemental examination proceeding
will be returned if ex parte
reexamination is not ordered. See
§1.26(c).

The Office has also estimated its fiscal
year 2013 cost for processing and
treating documents over 20 sheets in
length that are submitted in a
supplemental examination proceeding
to be $166 for each document between
21 and 50 sheets in length, and $282 for
each additional 50-sheet increment or a
fraction thereof. Therefore, the Office is
also proposing to add a new § 1.20(k)(3)
to provide document size fees for any
documents over 20 sheets in length that
are submitted in a supplemental
examination proceeding, including (1) a
fee of $170 for each document between
21 and 50 sheets in length; and (2) a fee
of $280 for each additional 50-sheet
increment or a fraction thereof (the 2013
cost amounts rounded to the nearest ten
dollars).

The decision as to whether the
information submitted in a request for
supplemental examination raises a
substantial new question of
patentability is identical to the decision
as to whether the information submitted
in a request for ex parte reexamination
raises a substantial new question of
patentability, except that the
information submitted in a request for
supplemental examination is not
limited to patents and publications.
Thus, the Office has analyzed its ex
parte and inter partes reexamination
costs to estimate the cost of
supplemental examination and resulting
ex parte reexamination proceedings.
The analysis of the Office’s ex parte and
inter partes reexamination costs also
revealed that the Office’s current ex
parte and inter partes reexamination
fees are not set at amounts that recover
the Office’s costs for these processes or
services. Thus, the Office is proposing
to set fees for supplemental examination
and resulting ex parte reexamination
proceedings, adjust the fee for ex parte
reexamination proceedings, and set a fee
for petitions in ex parte and inter partes
reexamination proceedings. The Office
has estimated its fiscal year 2013 cost
for conducting ex parte reexamination
to be $17,753. Therefore, the Office is
proposing to amend § 1.20(c)(1) to
change the fee for filing a request for ex
parte reexamination (§ 1.510(a)) from
$2,520 to $17,750 (the 2013 cost
amounts rounded to the nearest ten
dollars).

The Office is also proposing to add a
new § 1.20(c)(6) to provide a fee of
$1,930 for filing a petition in an ex parte
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or inter partes reexamination
proceeding, except for those specifically
enumerated in §§1.550(i) and 1.937(d)
(the 2013 cost amounts rounded to the
nearest ten dollars). The Office has
estimated its fiscal year 2013 cost for the
processing and treatment of a petition in
a reexamination proceeding is $1,932.
The proposed fee for treating a petition
in a reexamination proceeding will
apply to any petition filed in either an
ex parte or an inter partes
reexamination proceeding (except for
those specifically enumerated in
§§1.550(i) and 1.937(d)), including
petitions under §§1.59, 1.181, 1.182,
and 1.183. The proposed fee for treating
a petition in an ex parte or inter partes
reexamination proceeding will not
apply to petitions specifically
enumerated in §§1.550(i) and 1.937(d).
The petitions enumerated in §§ 1.550(i)
and 1.937(d) are petitions under
§§1.550(c) and 1.956 to extend the
period for response by a patent owner,
petitions under §§ 1.550(e) and 1.958 to
accept a delayed response by a patent
owner, petitions under § 1.78 to accept
an unintentionally delayed benefit
claim, and petitions under § 1.530(1) for
correction of inventorship in ex parte or
inter partes reexamination proceedings.

The Office is also proposing to add a
new § 1.20(c)(7) to provide a fee of
$4,320 for a refused request for ex parte
reexamination (discussed below), which
is included in the fee under §1.20(c)(1)
for filing a request for ex parte
reexamination. The Office has estimated
that its fiscal year 2013 cost of
processing a request for ex parte
reexamination up to the issuance of a
decision refusing the request for
reexamination is $4,320. Under current
practice, if the Office decides not to
institute an ex parte reexamination
proceeding, a portion of the ex parte
reexamination filing fee paid by the
reexamination requester is refunded.
This section specifies the portion of the
ex parte reexamination filing fee that is
retained by the Office if the Office
decides not to institute the ex parte
reexamination proceeding.

The Office is not proposing changes to
the inter partes reexamination filing fee
as the Office cannot consider, or even
accord a filing date to, a request for inter
partes reexamination filed on or after
September 16, 2012. See Revision of
Standard for Granting an Inter Partes
Reexamination Request, 76 FR 59055,
59056 (Sept. 23, 2011).

Section 1.26: Section 1.26(c) is
proposed to be amended to provide that
if the Director decides not to institute an
ex parte reexamination proceeding (a
refused reexamination), any fee for
filing an ex parte reexamination request

paid by the reexamination requester,
less the fee set forth in § 1.20(c)(7), will
be refunded to the reexamination
requester. If the Director decides not to
institute an ex parte reexamination
proceeding under § 1.625 as a result of
a supplemental examination
proceeding, a refund of the ex parte
reexamination fee ($16,120) for
supplemental examination, as set forth
in § 1.20(k)(2), will be made to the
patent owner who requested the
supplemental examination proceeding.
The provision for a refund of $7,970 to
the inter partes reexamination requester,
where the Director decides not to
institute an infer partes reexamination
proceeding, is being retained to address
any remaining instances of a refusal to
institute an inter partes reexamination.
The reexamination requester or the
patent owner who requested the
supplemental examination proceeding,
as appropriate, should indicate the form
in which any refund should be made
(e.g., by check, electronic funds transfer,
credit to a deposit account). Generally,
refunds will be issued in the form that
the original payment was provided.

Section 1.550: Section 1.550(i) is
proposed to be added to provide that a
petition in an ex parte reexamination
proceeding must be accompanied by the
fee set forth in § 1.20(c)(6), except for
petitions under § 1.550(c) to extend the
period for response by a patent owner,
petitions under § 1.550(e) to accept a
delayed response by a patent owner,
petitions under § 1.78 to accept an
unintentionally delayed benefit claim,
and petitions under § 1.530(1) for
correction of inventorship in an ex parte
reexamination proceeding.

Section 1.601: Section 1.601(a) is
proposed to require that a request for
supplemental examination of a patent
must be filed by the owner(s) of the
entire right, title, and interest in the
patent. Section 1.601(b) is proposed to
require that the patent owner must
establish an ownership interest in the
patent as set forth in § 1.601(a) by filing,
as part of the request, a submission in
accordance with § 3.73(b).

Section 1.601(c) is proposed to
prohibit third parties from filing papers
or otherwise participating in any
manner in a supplemental examination
proceeding. Section 12 of the Leahy-
Smith America Invents Act specifies
that a request for supplemental
examination may be filed by the patent
owner. See 35 U.S.C. 257(a). There is no
provision for participation in any
manner by a third party in a
supplemental examination proceeding.
In addition, because the patent owner
filed the request, third party
participation is also prohibited in any

ex parte reexamination ordered under
35 U.S.C. 257 and § 1.625, pursuant to
ex parte reexamination practice.

Section 1.605: Section 1.605(a) is
proposed to require that each request for
supplemental examination may request
that the Office consider, reconsider, or
correct no more than ten items of
information believed to be relevant to
the patent. In other words, the number
of items of information that may be
submitted as part of each request is
limited to ten (10). The amount of
information that may be included with
each request is limited in order to
permit full and comprehensive
treatment of each item of information
within the three-month statutory time
period. Section 1.605(a) is also proposed
to permit the filing of more than one
request for supplemental examination of
the same patent at any time. The patent
owner is not precluded from obtaining
review of any item of information as a
result of the ten-item limit, because the
patent owner may file multiple requests
for supplemental examination of the
same patent at any time.

Section 1.605(b) is proposed to
require that an “item of information”
includes a supporting document
submitted as part of the request that
contains information, believed to be
relevant to the patent, that the patent
owner requests the Office to consider,
reconsider, or correct. Examples include
a journal article, a patent, an affidavit or
declaration, or a transcript of an audio
or video recording, each of which may
be considered an item of information. If
the information to be considered,
reconsidered, or corrected is not, at least
in part, contained within or based on
any supporting document submitted as
part of the request, the discussion
within the body of the request relative
to the information will be considered as
the item of information. For example, if
the patent owner raises an issue under
35 U.S.C. 101, and the issue is wholly
contained in a discussion within the
body of the request and is not based, at
least in part, on any supporting
document, the discussion in the request
will be considered as the item of
information. If, however, the patent
owner is presenting a copy of a
supporting document within the body of
the request, such as an image of an
electronic mail message or other
document, a separate copy of the
supporting document must be provided,
which will be considered as an item of
information. The patent owner may not
avoid the counting of an item of
information by inserting the content of
the supporting document within the
body of the request. As another
example, if the patent owner presents an



3670

Federal Register/Vol.

77, No. 16/ Wednesday, January 25,

2012 /Proposed Rules

argument in the request regarding an
issue under 35 U.S.C. 102, such as a
potential public use or sale of the
claimed invention, and also submits a
supporting document with the request
as possible evidence of the public use or
sale, or the lack thereof, the supporting
document containing the possible
evidence will be considered as the item
of information.

Section 1.605(c) is proposed to
require that an item of information must
be in writing in accordance with § 1.2.
The Office does not currently have the
capability of retaining records in
unwritten form. For this reason, any
audio or video recording must be
submitted in the form of a written
transcript in order to be considered. A
transcript of a video may be submitted
together with copies of selected images
of the video, and a discussion of the
correlation between the transcript and
the copies of the images.

Section 1.605(d) is proposed to
require that if an item of information is
combined in the request with one or
more additional items of information,
including instances where it may be
necessary to combine items of
information in order to raise an issue to
be considered, reconsidered, or
corrected, each item of information of
the combination may be separately
counted. For example, if the patent
owner requests consideration of a
possible rejection of the claims under 35
U.S.C. 103(a) over a combination of
reference A in view of reference B,
reference A and reference B will be
separately counted as items of
information. Exceptions to this
provision include the combination of a
non-English language document and its
translation, and the combination of a
document that is over 50 pages in length
and its summary pursuant to
§1.610(b)(11).

Section 1.610: Proposed § 1.610
governs the content of the request for
supplemental examination. Consistent
with the requirement in 35 U.S.C.
257(d) to establish fees, § 1.610(a)
requires that the request be
accompanied by the fee for filing a
request for supplemental examination as
set forth in §1.20(k)(1), the fee for ex
parte reexamination ordered as a result
of a supplemental examination
proceeding as set forth in § 1.20(k)